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From 23 March 2016, the “Community trademark” will be replaced by the 

“EU trademark,” but that is the least important of the changes coming 
into force. More important changes involve trademark registration 
procedure, rights held by trademark owners, registration costs, and new 
types of claims by trademark proprietors. 

Regulation (EU) 2015/2424 introduces major changes to Regulation (EC) 
207/2009 governing European Union trademarks (formerly known as Community 
trademarks)—affecting persons planning to seek registration of an EU trademark 

as well as current holders of registered marks and future infringers. 

Changes in registration procedure 

With the arrival of spring, the possibility of filing for registration of an EU 
trademark via the national trademark office will be eliminated. The filing will have 
to be addressed directly to the European Union Intellectual Property Office 
(formerly known as the “Office for Harmonization in the Internal Market (trade 
marks and designs)”) or submitted electronically. Fees for filing and protection will 

also change. Although it was anticipated that the fees would be reduced 
significantly, essentially the difference in the basic filing costs is only EUR 50.  
For EUR 1,000 (EUR 850 for an electronic application) the filer may apply for 
protection of a trademark for only one class of goods or services. Further classes 
of protection will mean added fees (EUR 50 for the second class and EUR 150 for 
each class beyond that). Under the current model, a fee of EUR 1,050 (EUR 900 
for an electronic application) has covered registration in three classes.  

The approaching change will thus be disadvantageous financially for many 
businesses, but those planning to register a trademark for a larger number of 
classes still have a couple of weeks to take advantage of the lower general fee.  

A positive change, however, is the significant reduction in the costs of extending 
the protection of a trademark: the basic price for a mark protected in one class of 
goods or services will fall from EUR 1,500 to EUR 1,000 (EUR 850 for extension by 

electronic means). 

New applicants seeking protection of their trademarks should also pay close 
attention to the precise description of the classes of goods and services for which 
the mark is to gain protection. The regulation introduces rules under which the 
use of the general terms in the headings of the Nice Classification for determining 
the items covered by the trademark registration should be interpreted according 
to the literal meaning of the heading. Thus, for example, while the current concept 

of “machines and machine tools” in Class 7 has been extended in some 
interpretations to cover all categories of goods mentioned in the class, such as 
“rakes for raking machines,” under the amended regulation the meaning of 
“machines and machine tools” should be interpreted narrowly. 

Change in situation of trademark proprietors 

In the context of the rule described above for the nomenclature of goods in 
trademark filings, a detailed procedure for change in the scope of protection of 

marks has been provided for holders who registered their mark before 22 June 
2012 using general headings of classes. They will have until 24 September 2016 
to file a statement with the office clarifying the range of goods for which they 
sought protection. For holders who miss this deadline, their marks will be 
protected only for the items literally mentioned in the heading of the class.  
It is therefore essential for trademark proprietors to determine whether this rule 

will affect them. 
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From 23 March a trademark proprietor will also be entitled to prohibit a legal 

person from using a trade name or company name identical to or similar to a 
registered trademark, regardless of whether the person using the name has acted 

in bad faith. This does not apply to the rights of an entity acquired before the 
trademark was filed for registration. 

New methods for combating infringements 

Another important and positive change in EU law for trademark proprietors is 

inclusion of preventive claims in the regulation. Art. 9a of the regulation provides 
that where there is even a risk that packaging, labelling and the like using signs 
identical with or similar to an EU trademark could infringe the rights of the 
proprietor of the trademark, the proprietor will have the right to prohibit such 
acts, including acts preparatory to use of such designations on the market. 
Preparatory acts include offering or placing on the market, but also stocking, 
importing or exporting packaging, labels and tags for goods. This provision will 

definitely expand the rights of trademark proprietors, but it raises the question 
whether the general concept of the existence of a risk of infringement will be 
abused by trademark proprietors to paralyze competition on the market. 

*** 

The new EU Trademark Regulation is the first in a series of announced changes in 
trademark law. Directive 2015/2436 to approximate the laws of the Member 
States relating to trade marks, known as the Recast Trademark Directive, entered 

into force on 12 January 2016, modernizing the system of trademark protection in 
EU countries. The member states have 3 years to implement the recast directive, 
and 6 years in the case of the provisions concerning invalidation and revocation of 
trademarks. The first major changes will begin to apply in Poland in mid-April 
2016. We will report on them soon in our intellectual property blog IP w Sieci. 
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